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President’s
Message
I
am grateful for the confidence you have
reposed in me as our organization’s new
president. It is indeed a great privilege
to be given the opportunity to lead the
Intellectual Property Association of the
Philippines (IPAP).

Under the leadership of Atty. Pablo Gancayco,
IPAP reached new heights, earning an
impressive list of accomplishments.
Admittedly, it will be challenging on my part
to match the vigour and achievements of
the past presidency. It will be my genuine
endeavour to raise the bar higher and keep
IPAP at the forefront of professionalizing the
practice of Intellectual Property Law.
As I assume this responsibility, I am
confident that the Board, Executive Officers
and Advisory Council will ably assist me in
steering IPAP in the right direction. More
importantly, I rely upon members’ support
in advancing the ideals of our organization.
Together we will commit to our aim of
building a world-class organization of IP
professionals. Foremost on the list of things
to do is to drum up membership for both the
Asian Patent Attorneys Association (APAA)
and the International Association for the
Protection of Intellectual Property (AIPPI).
The AIPPI World Congress will be in Rio
de Janeiro, Brazil come October 2015. The
APAA General Assembly will be held in
Okinawa, Japan this November. I would like
to personally encourage lawyers to apply
with IPAP and to ultimately join the above
two prestigious IP conventions, not only for
networking activities, but also to discover
emerging developments and innovations in
IP law.
Atty. Bienvenido Somera will continue to
head the scholarship program of IPAP for
deserving students from UP, Ateneo and San
Beda.
Once again, thank you for your trust. Let
us strive as a group, bound together by a
common purpose -- the promotion and
protection of Intellectual property rights in
the Philippines.
IPAP
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SECRETARY’S CORNER

New IPAP Members
inducted

F

rom a group of ten law practitioners in 1977,
the Intellectual Property Association of the
Philippines has steadily increased its membership
to include some of the country’s leading IP
practitioners. As we usher in another exciting year for
the organization, we welcome the newest individual and
corporate members of IPAP.

The four new individual members include Atty. Darwin
Angeles of Villaraza & Angangco Law, Atty. Mark
Francis Encarnacion of Zobella Co. & Inc. (A.Q. Ancheta
& Partners), Atty. Emmanuel S. Buenaventura who
works as a Deputy Legal Counsel of the Integrated Bar
of the Philippines, and Atty. Sheilah Marie TomarongCañabano of Jollibee Foods Corporation. The sole
corporate member is Cruz Marcelo & Tenefrancia Law
represented by Atty. Patricia A. O. Bunye. The members
took their oath during the IPAP Annual General
Membership meeting held last January 28, 2015 at the
SyCipLaw Center. The growing family of IPAP is a proof
of its status as the leading organization for the protection
of IP rights through cooperation and collaboration of
its members.

Former President Atty. Pablo M. Gancayco swears
in IPAP’s new members – (L-R) Atty. Emmanuel S.
Buenaventura, Atty. Darwin P. Angeles, Atty. Mark
Francis Encarnacion and Atty. Khristine C. Dy,
representative- Cruz Marcelo & Tenefrancia.

THE new ipap officers and
directors

L

ast April 16, 2015, the Intellectual Property
Association of the Philippines inducted its new
set of officers and directors at the Del Rosario
Law Centre, Bonifacio Global City, Taguig. Said
event was graced by Hon. Allan B. Gepty, OIC-Director
General of the Intellectual Property Office. A cocktail
dinner/fellowship thereafter followed. Truly, this is an
exciting year for the organization as it continuously
commits itself to the protection and promotion of IP
rights, and mutual cooperation among IP practitioners.
The induction ceremonies also served as an avenue
of rekindling and fostering camaradie among IPAP
members.
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The New IPAP Officers and Directors

The IP Depot Website
Launch: An Electronic
Marketplace for Ideas
By Ma. Sophia Editha C. Cruz-Abrenica
Villaraza & Angangco Intellectual Property
Department

IPO celebrates World IP
Day

Atty. Reyes-Rara attends
ICANN 52

Photo
Credit:
http://www.ipdepotph.
com/#!example/zoom/c17cv/i31pxq

A

soft launch event was held
at the Multi-Purpose Hall of
the Philippine Intellectual
Property Office (“IPO”)
at Fort Bonifacio to introduce the
IP Depot Website. The IP Depot is
aimed towards commercialization
of intellectual property through an
electronic venue. The Keynote Speech
in the event was given by Deputy
Director General Alan Gepty who
discussed how intellectual property
has become an invaluable asset to the
Philippines and that it has contributed
to the country’s GDP. He highlighted
that of the filings for patents, only a
small percentage comes from local
inventors. Mr. Adrian Sablan of the
IPO Documentation, Information and
Technology Transfer Bureau (“DITTB”)
introduced the IP Depot as a platform
for the promotion of IP assets, a virtual
IP trading marketplace. The IP Depot
aims to feature locally registered
intellectual property with proven
applications in selected local markets. It
provides inventors with an opportunity
for possible commercialization that is
accesible to potential adapters as well
as provide an avenue for technology
concerns and needs. Mr. Harris Fulo
of the IPO-DITTB gave an overview
of the website layout and features. The
IP Depot may be accessed through
“http:www.ipdepotph.com”.

IPAP NEWS
AND
UPDATES

Photo
Credit:
http://www.wipo.int/ipday;
istockphoto/evrenselbaris

T

he Intellectual Property Office
joins the world in celebrating
the World Intellectual Property
Day on April 26, 2015. This
event according to the WIPO website
seeks to enhance the role of Intellectual
Property in encouraging creativity and
innovation. This year’s theme is “Get
Up, Stand Up. For Music” which was
launched in social media in order to
encourage countries, communities,
and groups to organize events
aimed at the promotion of IP rights
protection. As part of the celebration
in the Philippines, IPO sponsored the
following activities: WIPO Seminar on
the Interface of IP and Competition on
April 13-14 at the Seda Hotel, Bonifacio
Global City, Taguig; Workshop for
Mediators on the IPOPHL-WIPO
Joint Dispute Resolution Procedure on
April 15 at the IPOPHL Multipurpose
Hall, Taguig City; Promotion and
Launching of IPOPHL-WIPO Joint
Dispute Resolution Procedure for
IP Stakeholders on April 16 at the
Dusit Thani Hotel, Makati City; and
a Public Consultation on the Rules
and Regulations on IP Traditional
Knowledge on the same date at the
IPOPHL Multipurpose Hall, Taguig
City. For more information, please
visit IPO’s official website: http://www.
ipophil.gov.ph.

Photo Credit: http://singapore52.icann.org/en/

T

ogether with members of
the International Trademark
Association (INTA) Internet
Committee, Atty.
Regina
Reyes-Rara attended the ICANN
(Internet Corporation for Assigned
Names and Numbers) Conference
which was held at the Raffles
Convention Center in Singapore from
08 to 12 March 2015. Out of around
1,500 registrants, four (4) were from
the Philippines. Among the issues
discussed during the conference
were the status of the IANA (Internet
Assigned
Numbers
Authority)
stewardship transition to the multistakeholder community; the status of
the new GTLD Program, including
rights protection mechanisms; and
enhancing ICANN accountability.
ICANN 53 will be held on June 21-25,
2015 in Buenos Aires, Argentina.
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Atty. Saludo is APAA Enduring
Awardee
By Reynold L. Orsua

O

n the occasion of the 63rd Asian Patent
Attorneys Association (APAA) Council
Meeting held last November 8-11, 2014
in Penang, Malaysia, IPAP’s very own
Atty. Aniceto Saludo Jr. was awarded the APAA
Enduring Award during the Gala Banquet. He
was one of three awardees, and the only Filipino
to be awarded such recognition since the award
started in 2011. The APAA Enduring Award aims
to recognize APAA members for their outstanding
engagement, contribution, extraordinary service
and loyalty to APAA. The award was a celebration of
friendships fostered and acquaintances renewed in
an enchanting Peranakan-style setting, reminiscent
of olden Penang, with traditional music and
performances.
Atty. Aniceto G. Saludo Jr. is the first president of the Atty. Saludo receives award from C.K. Kwong, President
Intellectual Property Association of the Philippines of the Asian Patent Attorneys Association.
when it started in 1977. He is an acknowledged
authority in the field of intellectual property law. He
was also one of the first delegates to the Asian Patent
Attorneys Association where he served as its VicePresident and Council Member for many years.
He was elected to the Editorial Board of the World
Intellectual Property Report, and also a member
of both the Association Internationale pour la
Protection de la Propriete Industrielle (AIPPI) and
the International Trademark Association (INTA).
Atty. Saludo is the Founding and Managing Partner
of Saludo Fernandez Aquino & Taleon Law Office
(SAFALAW). He finished his Bachelor of Laws
from the University of the Philippines. He was a
former congressman, and a legal consultant to the
Central Bank of the Philippines, the Ministry of
Budget and Management, and the Securities and
Atty. Saludo with IPAP delegation to the 63rd Council
Exchange Commission.
Meeting of APAA in Penang, Malaysia.

Truly, the contributions of Atty. Saludo to the
practice of IP in the Philippines is worthy of
recognition and accolade – a testament of the
commitment of the Philippines in protecting IP
rights with its Asian counterparts. This award will
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surely serve as an inspiration for IPAP members
to continuously be involved and engaged in the
enforcement of IP rights in the country and in the
Asian landscape.

FAQs

on the ASEAN economic
integration and Intellectual
Property Rights

By Atty. Ramon Esguerra

What is the goal of the ASEAN
Economic Integration by 2015?
The goal of the regional economic
integration by 2015 is the establishment
of an ASEAN Economic Community
(AEC) by the following ASEAN
member countries: Brunei Darussalam,
the Kingdom of Cambodia, the
Republic of Indonesia, the Lao People’s
Democratic Republic, Malaysia, the
Union of Myanmar, the Republic of the
Philippine¬s, the Republic of Singapore,
the Kingdom of Thailand and the Socialist
Republic of Viet Nam.
What
document
governs
establishment of AEC?

the

The AEC Blueprint serves as a master
plan guiding the establishment of the
AEC by 2015. The ASEAN leaders
adopted the said AEC Blueprint at the
13th ASEAN Summit on November 20,
2007 in Singapore.
What is the ASEAN
Community (AEC)?

NEWS

Economic

The AEC envisages the following key
characteristics: (a) a single market and
production base, (b) a highly competitive
economic region, (c) a region of equitable
economic development, and (d) a
region fully integrated into the global
economy. The AEC areas of cooperation
include human resources development
and capacity building, recognition of
professional
qualifications,
closer
consultation on macroeconomic and
financial policies, trade financing
measures,
enhanced
infrastructure
and
communications
connectivity,
development of electronic transactions
through e-ASEAN, integrating industries
across the region to promote regional
sourcing, and enhancing private sector
involvement for the building of the AEC.
In short, the AEC will transform ASEAN
into a region with free movement of
goods, services, investment, skilled labor,
and freer flow of capital.

What is the role of Intellectual Property
(IP) and Intellectual Property Rights
(IPR) in the establishment of AEC?
IP policy can influence both the volume
and quality of external trade and
investment and the transfers of advanced,
proprietary technologies. IP creativity is
a major determinant of local value added
and external competitiveness. Regional
cooperation in the protection of IPR is an
important tool for AEC in establishing a
highly competitive economic region.
IP and IPR creation, commercialization,
and protection have been a significant
source of comparative advantage of
enterprises and economies and a major
driver of their competitive strategies.
Indeed, ASEAN is fully aware of the
pressing need for a long-term policy
commitment to collectively transform
the region into one which is largely based
on knowledge, driven by innovation and
sustained by life-long learning.
As a background, what are the key
agreements or documents governing
the cooperation on IPR protection in
the region?
ASEAN member countries signed the
ASEAN Framework Agreement on
Intellectual Property Cooperation in
Bangkok on December 15, 1995. The
objectives of this agreement include,
among others, exploring the possibility
of setting up of an ASEAN patent system,
an ASEAN Patent Office, an ASEAN
trademark system, and an ASEAN
Trademark Office.
Likewise, regional cooperation in IPR has
been guided by the ASEAN IPR Action
Plan 2004-2010 and the Work Plan for
ASEAN Cooperation on Copyrights
which aim to develop a culture of
learning and innovation supported by
a friendlier IP profile to businesses,
investors, inventors and creators in
ASEAN. In addition, these Plans are
also designed to foster better public
awareness, coordination and networking,
predictability,
capacity
building,
and contribution of IP industries to
competitiveness and development.
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At a regional meeting with the ASEAN
Intellectual Property Offices in Jakarta
in September 2004 and based on the
outcome of the “EU ASEAN Operational
Seminar on the Role of Customs in
Combating Counterfeiting and Piracy,”
which took place in Manila on November
17-21 2003, an agreement was reached
to produce a handbook for customs –
the “EC-ASEAN Intellectual Property
Rights Cooperation Programme: ECAP
II Regional Handbook on IPR for
Customs Enforcement.” This guidebook
is intended to assist the ASEAN customs
authorities in their efforts to comply
with their obligations under Part III of
the TRIPs Agreement to put into place
systems and procedures for the border
control of intellectual property rights,
and the ASEAN Framework Agreement
on Intellectual Property Cooperation
of December 15, 1995 (Article 2.2) A
medium-term cooperation program in
the field of IPRs for 2004-2006 between
ASEAN and the United States Patent and
Trademark Office has been adopted.
What are the goals of the AEC regarding
IP and IPR?
The AEC intends to achieve the following
by 2015:
i. Fully implement the ASEAN IPR
Action Plan 2004-2010, and the
Work Plan for ASEAN Cooperation
on Copyrights
ii. Establish an ASEAN filing system
for design to facilitate filings by
users and promote coordination
among the IP Offices in ASEAN
member countries, as receiving
office, contingent upon the language
requirements
iii. Accession to the Madrid Protocol,
where possible
iv. Sustain consultations and
information
exchanges
among
national enforcement agencies in
IPR protection
v.

Promote regional cooperation

7

NEWS

on Traditional Knowledge (TK),
Genetic Resources (GR) and Cultural
Traditional Expressions (CTE).

What are the expected outcomes of
AEC?

Philippines is required to lead under
the ASEAN IPR Action Plan 20112015?
The Philippines should lead the following
initiatives under the ASEAN IPR Action
Plan 2011-2015:

filing system.
What are the developments in the
regional cooperation in patents under
the AEC Blueprint?

i. Effective use of the copyright
system

i. Reduction of average turnaround
time (from filing to registration)
for the registration of trademarks
without objections/opposition to 6
months by 2015 (with Cambodia);

ii. Establishment of collective
management societies in all ASEAN
countries

ii. Capacity building for industrial
design and trademark professionals/
attorneys;

The Experts Group on Patents continues
to examine the many substantive
differences in design laws and procedures
that need harmonization in ASEAN.
The deliberations of the Expert Group
have been greatly assisted by various
detailed consultations with private sector
organizations as well as the experiences
of the European Community Design
(CD) system in the EU.

iii. An improved ASEAN Business
Development
Services
(BDS)
network

iii. Development and implementation
of a Regional Action Plan on IPR
Enforcement;

What are the developments in the
regional cooperation in copyright
under the AEC Blueprint?

iv. Implementation of the ASEAN
filing system for design

iv. Accession to Protocol Relating to
the Madrid Agreement Concerning
the International Registration of
Marks by 2015;

Collaboration among member countries
is now extended to copyright and
related rights, and preparatory work on
a cooperation program in this regard
has been initiated. Member countries
have also made substantive progress in
ensuring the conformance of their IP
legislations to the Trade-Related Aspects
of Intellectual Property Rights (TRIPS)
Agreement.

The foregoing actions are expected to
result to the following:

v. Implementation of the Madrid
Protocol
vi. Establishment of national and
regional database on TK, GR and
CTE.
What are the developments in the
regional cooperation in IPR after the
ASEAN adopted the AEC Blueprint?
The ASEAN Working Group on
Intellectual
Property
Cooperation
(AWGIPC), which was established in
1996 pursuant to the ASEAN Framework
Agreement on Intellectual Property
Cooperation, prepared a new work plan
building on the IPR Action Plan, 20042010, the Work Plan on Copyrights, and
the Work Plan under the AEC Blueprint
in order to develop an ASEAN IP System.
This new work plan is the ASEAN
IPR Action Plan 2011-2015, which is
designed to meet the goals of the AEC by
transforming ASEAN into an innovative
and competitive region through the use
of IP for their nationals and ensuring that
the region remains an active player in
the international IP community. ASEAN
continues its active cooperation in the IP
sector with the Dialogue Partners, donor
countries and agencies and private sector
organizations – including the ASEAN
Intellectual Property Association, the
International Trademark Association,
Office for Harmonisation in the Internal
Market (OHIM), World Intellectual
Property
Organization
(WIPO),
Australia, EU, and Japan Patent Office.
What are the initiatives that the

8

v. Accession to the Hague Agreement
Concerning
the
International
Registration of Industrial Designs by
at least seven ASEAN Member States
(AMS) by 2015;
vi. Establishment of a regional
network of patent libraries within
schools and universities in AMSs to
increase access to global scientific
and technology information for
research and development;
vii. Capacity building for industrial
design and trademark examiners;
and
viii. Infrastructure Modernization of
ASEAN IP Offices (with Vietnam).
What are the developments in the
regional cooperation in trademarks
under the AEC Blueprint?
The Experts Group on Trademark
has finalized the ASEAN Filing Form
for Trademarks and the Notes for
the Completion of the Application.
These achievements, together with the
completed ASEAN Common Form and
the consolidated ASEAN list of ethnic
goods and services, represent important
steps forward in the regional cooperation
in IP. Despite its inherent complexities,
member countries have continued
their efforts in the harmonization of
the trademark filing requirements. This
is a process of significant importance
towards the establishment of a regional

IPAPNEWSLETTER|QUARTERLY ISSUE |APRIL 2015

Atty. Ramon S. Esguerra is the Managing
Partner of Esguerra & Blanco Law Offices.
He is a member of the Council of Advisors of
the Intellectual Property Association of the
Philippines, and Councilor of the Asian Patent
Attorneys Association.
This article is the opinion of the writer and does
not represent the position of the association or
its members. It should not constitute as legal
opinion or advise.
First Published in “The Immigrant”, Vol. 4, No. 10, Q1, 2015
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HAGUE AGREEMENT:

A step towards expeditious processing of Industrical Design Registrations
By Bienvenido I. Somera, Jr.,
Ma. Sophia Editha C. Cruz-Abrenica and Maria Faiva S. Cimatu

T
Atty. Bienvenido I. Somera, Jr. is the Head of the Intellectual
Property Department as well as the Managing Partner of the
Firm Villaraza & Angangco. Atty. Somera graduated from
the College of Law of the University of the Philippines in 1985
and also holds a degree in B.S. Business Economics, which
he obtained in 1981 from the same University. He joined the
Carpio Villaraza & Cruz Law Offices (“CVC Law”) in 1988 and
was the Head of its Intellectual Property Department from
2001 until he became CVC Law’s Managing Partner and Chief
Operating Officer in 2011 until 2013. Atty. Somera is the former
Chairman and President of IPAP.

he Hague Agreement is a simplified
and efficient system of international
registration of industrial designs. The
Hague Agreement Concerning the
International Deposit of Industrial Designs,
more popularly known by its short name
“The Hague Agreement”, is a system for
international registration of industrial designs.
It allows protection of industrial designs in the
Contracting Parties through the filing of a single
international application filed either directly
through the World Intellectual Property
Organization’s (“WIPO”) International Bureau,
or indirectly through the Contracting Party.1
The Hague Agreement stems from three
international treaties: (i) the Geneva Act of 02
July 1999 [the “1999 Act”], (ii) the Hague Act of
28 November 1960 [the “1960 Act”] and (iii) the
London Act of 02 June 1934 [the “1934 Act”].2
The Hague Agreement is basically an agreement
on international procedure pertaining to
industrial designs. The substantive aspect of the
applications is dealt with on the national level.
The Hague system may be considered as similar
to the Patent Cooperation Treaty currently
adopted by the Philippines.

Atty. Ma. Sophia Editha C. Cruz-Abrenica holds a Juris Doctor
degree, with honors, from the Ateneo de Manila School
of Law where she graduated in 2007. She has a Master’s
Degree in Molecular Biology and has solid scientific research
experience acquired from research studies for six (6) years in
Belgium and Japan. She is currently a Senior Associate in the
Firm Villaraza & Angangco.

The Hague Agreement covers member states
and intergovernmental organizations. The
Hague Agreement covers approximately
643 territories or Contracting Parties, which
include member states and intergovernmental
Member intergovernmental
organizations.4
organizations include the African Intellectual
Property Organization, and the European
Union while member states include the Republic
of Korea, Japan, Singapore, France, Germany,
Italy and the United States.5
The Philippines is committed to be a
Contracting Party to the Hague Agreement.
The Philippines is not yet a contracting party
to the Hague Agreement as of press time. The
IPOPHL is committed to accede to be a member
of the Hague Agreement by 2015, in accordance
with the ASEAN Intellectual Property Rights
Action Plan 2011-2015.6

Ms. Maria Faiva S. Cimatu obtained her Juris Doctor degree
from the Ateneo de Manila School of Law in 2014, where she
graduated with honors. She holds a Bachelor of Arts degree
in Political Science, cum laude, from the University of the
Philippines-Diliman in 2007.

The Hague system streamlines industrial design
registration. Under the Hague System, only a
single international application is filed instead
of a series of national or regional applications.7
The system results in a simple, efficient and costeffective method of application for industrial
design registration across several countries
and intergovernmental organizations. The
system allows for a minimum of formalities
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and expense on the part of the applicant, avoids
the differing forms, languages and payments in
currencies that vary among states or territories,
and simplifies monitoring of renewals and
management of the international registration
such as its centralized recordal system.8 Under
the Hague Agreement, streamlined industrial
design registration on an international level “can
be obtained by means of a single international
deposit, made in one language, on payment of a
single set of fees, in one currency and with
one Office (i.e., the International Bureau)”.9
A further advantage, or disadvantage depending
on the perspective taken, of the Hague system
is that foreign attorneys will only be necessary
when the international registration is refused,
thereby providing great cost-savings to the
applicant.10
The Hague system benefits those who are
nationals, have domicile or have establishments
in the territory of a Contracting Party. To file
an application under the Hague system, the
applicant must be: (a) a national of a Contracting
Party or a member state of an intergovernmental
organization which is a Contracting Party, or
(b) have a domicile in a Contracting Party’s
territory, or (c) have a real and effective
industrial or commercial establishment in a
Contracting Party’s territory.11 If a country is
party to the 1999 Act, an application may be
filed if the applicant is a habitual resident of a
Contracting Party.12 Without the foregoing
qualifications, an applicant is not entitled to file
an application under the Hague Agreement and
will need to file the application with the relevant
national or regional offices in order to obtain
industrial design protection.13
An applicant may obtain protection only in
the Contracting Parties that are bound by the
same Act as the Contracting Party through
which the application was validly filed.14 For
applications seeking protection in the territory
of an intergovernmental organization, said
protection covers the territories of all member
states of said organization.15
This requirement for entitlement for protection
results in a closed system that is considered as a
disadvantage of the Hague system, which when
coupled with the limited number of Contracting
Parties results in the system not presently being
particularly attractive.16
A prior national application or registration is
not required under the Hague system. There
is no requirement for the filing of any prior

9
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national application or registration before an
international application may be filed.17 Hence,
protection may be obtained for the first time
at the international level through the Hague
agreement.18
The Hague Agreement is considered as similar
to the Madrid Protocol wherein there is no
necessity for separate national filings.19 Upon
filing of the international application, the WIPO
International Bureau transmits the application
to the designated countries. Hence, a single
international application under the Hague
Agreement is sufficient instead of a number of
national applications filed with several national
offices.20
Procedures under the Hague system. The
registration is simplified in the Hague
Agreement and the application procedure is
summed up in the following four stages:21
(1) Application
a. The international application may be filed
either on the official form provided by the
International Bureau of WIPO or electronically
through the electronic filing interface available
on the WIPO website. It must contain a
reproduction of the industrial designs sought
for protection, with the designation of the
Contracting Parties where protection is sought.
The application may include up to 100 different
designs, provided they belong to the same class
of the International Classification of Industrial
Designs based on the Locarno Classification.
The international application may be filed either
in English, French or Spanish, at the option of
the applicant.22
b. The international application is subject to the
payment of the following fees, in Swiss francs: (i)
a basic fee covering the costs of the International
Bureau in administering the Designs Registry23,
(ii) a publication fee, and (iii) either a standard
fee or an individual fee for each designated
Contracting Party.24
(2) Submission to the International Bureau of
WIPO
The international application may be sent
directly to the International Bureau of the
WIPO by the applicant or his representative.
If the application is lodged under the 1960
Act, a Contracting Party considered to be the
State of Origin, i.e., the application fulfills the
requirements of nationality, domicile or real
and effective commercial establishment in
said Contracting Party, may require that the
application be filed through the Contracting
Party’s own office.
(3) Formality Examination by the WIPO
International Bureau
a. The International Bureau of the WIPO checks
for compliance with the formal requirements
and informs the applicant of any defects, which
must be addressed by the applicant within a three
(3)-month period, otherwise the international
application is considered as abandoned.
b. Upon compliance with the prescribed formality
requirements, the application is recorded in
the International Register and publishes the
corresponding registration electronically in
the International Designs Bulletin found in the
WIPO website. The publication comprises a
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reproduction of the deposited photographs or
graphic representations.25
Note that determination of completion of
formality requirements is determined at the
WIPO International Bureau stage and is
considered as having been fully satisfied once it
passes the examination performed by the WIPO
International Bureau.
(4) Substantive Examination by the Designated
Contracting Party’s Office
a. The Office of Each Designated Contracting
Party determines if a refusal of protection in
its territory is warranted by any application
designating its territory if said application
does not fulfill the substantive conditions
of protection provided for by its domestic
legislation.
Note
that
determination
of
fulfillment of substantive requirements of the
application such as novelty and functionality
is not performed by the WIPO International
Bureau, since substantive examination is to be
performed by the designated Contacting Party.
b. The designated Contracting Party must notify
the WIPO International Bureau of a refusal
of protection within six (6) months from the
publication of the international registration
on the WIPO website. Based on the 1999 Act,
a Contracting Party may declare the refusal
period to be twelve (12) months instead of the
usual six (6) months, upon fulfillment of certain
conditions.
c. The applicant has the same remedies upon
refusal of the application, as it has should the
application have been filed directly with the
national office of the Contracting Party. The
appeal procedure takes place at the national
level without any involvement by the WIPO
International Bureau.
d. Upon examination by the national office of
the designated Contracting Party, the refusal
may be withdrawn either totally or partially
and a grant of protection to some or all of the
industrial design registrations may be issued.
Likewise when the national office of the
designated Contracting Party finds no issues
warranting refusal of protection, a statement
of grant of protection may be issued to the
applicant.
A grant of protection of the
international registration under the Hague
system protects the industrial design in the
Contracting Party, under the laws of the specific
Contracting Party. Hence, the laws of the
specific Contracting Party determine the scope
of protection, competent authorities, penalties
and sanctions for infringement of the industrial
design registration.
The Hague system provides for deferred
publication. One of the salient features of the
Hague system is the availability of deferred
publication to industrial design applicants. The
publication may be deferred up to twelve (12)
months under the 1960 Act or up to thirty (30)
months under the 1999 Act, from the filing or
the priority date.
Note however that although the Philippines
is not a Contracting Party to the Hague
Agreement, this feature of the Hague system has
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been incorporated into Philippine regulations
on industrial design through the IPO Bureau
of Patents’ Memorandum Circular No. 14-004,
Series of 2014 which allows deferred publication
of industrial design applications for a period
of thirty (30) months from the filing date
or priority date of the application. Deferred
publication allows the owner to exploit the
industrial design without the public becoming
aware of the design, which knowledge may
trigger competitors to imitate the said design.
It is perhaps due to this definite advantage to
the industrial design proprietor that the IPO
has decided to allow deferred publication, in
advance of accession of the Philippines to the
Hague Agreement.
The initial duration of protection under the
Hague system is five (5) years. The duration
of the protection is for an initial period of five
years, renewable for an additional period of 5
years. The registration may be renewed up to
the total term of protection allowed by the laws
of the specific designated Contracting Parties.26
Other Hague system transactions are coursed
through the WIPO International Bureau.
Renewals of registration, recordals of change
of name and address, recordal of change in
ownership, renunciation of the industrial
design and limitation of the industrial design
are coursed through the WIPO International
Bureau.27
From the foregoing, it may be noted that upon
proper implementation, the Hague Agreement
may well deliver on its promise of simplification
and centralization of procedures as well as costefficiency for the benefit of the industrial design
applicant/registrant.
1
http://www.uspto.gov/patent/initiatives/hague-agreementconcerning-international-registration-industrial-designs [Last
accessed on 14 March 2015].
2
World Intellectual Property Organization. The Hague
Agreement Concerning the International Registration of
Industrial Designs: Main Features and Advantages, p.4.
3
http://www.wipo.int/export/sites/www/treaties/en/
documents/pdf/hague.pdf [Last accessed on 14 March 2015].
4
Supra, at fn. 1.
5
Supra, at fn. 3.
6
ASEAN Intellectual Property Rights Action Plan, accessible
at http://www.aseanip.org/Portals/0/PDF/ASEAN%20IPR%20
Action%20Plan%202011-2015.pdf [Last accessed 16 March
2015]
7
Supra at fn.2, p. 4.
8
Id., at p. 11 to 12.
9
World Intellectual Property Organization. 2001. The Hague
Agreement Concerning the International Registration of
Industrial Designs: Objectives, Main Features, Advantages,
p. 7.
10
Keith Hodkinson. 2011. Advantages and Disadvantages of
the Hague Agreement International Registration of Industrial
Designs — A User’s View. Accessible at: http://www.ecta.org/
IMG/pdf/kh_hague_seminar1_151210_2091717_1.pdf
[Last
accessed on 15 March 2015].
11
Supra at fn.2, p. 5.
12
Id.
13
Id., p. 5 to 6.
14
Id., p. 6.
15
Id.
16
Supra at fn. 10.
17
Supra at fn. 2, p. 6.
18
Supra at fn. 9, p. 3.
19
Ladas & Parry. U.S. Implementation of the Hague Agreement,
accessible at http://ladas.com/u-s-implementation-of-thehague-agreement/ [Last accessed 17 March 2015]
20
Supra at fn. 2, p. 4.
21
Id., p. 7 to 9.
22
Id., p. 7
23
Supra at fn. 9, p. 4.
24
Supra at fn. 2, p. 7.
25
Supra at fn. 9, p. 4.
26
Supra at fn. 2, p. 10.

This article is the opinion of the writers
and does not represent the position of the
association or its members. It should not
constitute as legal opinion or advise.
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Is Use of a Trademark on Goods Manufactured in the
Philippines Exclusively for Export Use in Commerce?

S

By Atty. Ray Anthony O. Pinoy

ection 123.2 and related provisions of the Intellectual
Property Code1 (IP Code) does not offer a definition of
what constitutes “use of a trademark or service mark in
commerce.” The phrase is used in connection with the
entitlement to registration of a mark, as in Section 123.2 or with
the determination of whether the use of the mark by another
person without authority to do so constitutes an infringement of
the owner’s trademark rights, as in Section 155.
The United States Patent and Trademark Office considers use
of a mark on goods manufactured in the US for export to other
countries to be “use in commerce” as would qualify the mark
to be registered with said office. Would there be some basis for
the Intellectual Property Office of the Philippines (IPOPHL) to
make a categorical pronouncement that use of a mark on goods
manufactured exclusively for export is sufficient compliance with
the use in commerce requirement?
It would appear that, in this jurisdiction, there might be strong and
sufficient grounds to make out a case in favor of an interpretation
that use of a mark on goods manufactured in the Philippines
exclusively for export constitutes “use in commerce.” The present
regulations of the IPOPHL, as embodied in Rule 205 of the Rules
and Regulations on Trademarks, do not expressly allow such an
interpretation. Said rules require, in connection with compliance
with the submission of proof of use of the mark in the Philippines,
that the declaration of actual use must contain the name of the
establishment and address where the products are being sold, in
cases where the goods are sold by a domestic entity. Where the
goods are not sold by a domestic entity but by a foreign entity
through online sale made by a purchaser in the Philippines, the
rules require that the declaration must contain information as to
the website which makes it possible for the goods to be sold or
placed in the market in the Philippines. What this tells us is that
in the first example, the act of the purchaser in making an offer to
buy and paying for the goods, that of the seller in making an offer
to sell, accepting the buyer’s offer and accepting payment of the
purchase price and the delivery of the goods all occurred in the
Philippines. On the other hand, in the second example, while most
of the transactions occurred in the Philippines, such as the buyer’s
act of making an offer and paying for the goods and the delivery of
the goods, the seller’s act of making an offer and accepting payment
of the purchase price occurred outside the country. And yet, the
IPOPHL has made an exception by accepting proof of use of a mark
on goods available for purchase online by Philippine residents as
sufficient compliance with Section 123.2 of the IP Code.
It would thus appear that if the IPOPHL could carve out such an
exception for sale of goods online for delivery to residents in the
Philippines, it is equally possible for the IPOPHL to consider use
of marks on goods manufactured in the Philippines for export to
be sufficient compliance with the “use in commerce” requirement.
In the case of such goods, their manufacture, the offer to sell,
acceptance of the offer to sell and the acceptance of payment for
the value of those goods all occur in the Philippines. On the basis
of a number of decisions of the Supreme Court, it would appear
that if at least one of those transactions occurs in the Philippines,
the “use in commerce” requirement is satisfied.
In Philip Morris, Inc. v. Court of Appeals2, the Supreme Court held
that “(a)ll the statute requires is the use in trade and commerce in the
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Philippines, and that can be carried out by third party manufacturers
operating under license granted by the foreign registrant or by the
importation and distribution of finished products by independent
importers or traders. The ‘use’ of the trademark in such instances
by the independent third parties constitutes use of the foreign
registrant’s trademarks to the benefit of the foreign registrant.”3
In Kabushi Kaisha Isetan v. The Intermediate Appellate Court,4 the
Supreme Court was asked to address the issue of whether the
Japanese company, Isetan KKK, may, on the basis of ownership of
the mark “Isetan,” have the registration over the confusingly similar
mark “Isetann” in the name of a domestic company cancelled. The
Supreme Court ruled that the Japanese company has no right to
seek the relief it wanted because it had never used its trademark
in the Philippines. With respect to the issue of “use of mark,” the
Supreme Court emphasized the fact that the Japanese company’s
witnesses made several admissions, such as that said company’s
“trademark is not being used on products in trade, manufacture or
business in the Philippines.”5 Stated differently, if a mark is used
on products in trade, manufacture or business in the Philippines,
such use may be deemed to be “use in commerce” of such mark in
the Philippines.
1
As regards signs or devices mentioned in paragraphs (j), (k), and (l), nothing shall
prevent the registration of any such sign or device which has become distinctive in
relation to the goods for which registration is requested as a result of the use that
have been made of it in commerce in the Philippines. . . .
2
G.R. No. 91332, July 16, 1993.
3
Emphasis mine.
4
G.R. No. L-75420, November 15, 1991.
5
Emphasis mine; please note the use of the disjunctive “or.”

This article is the opinion of the writer and does not represent the
position of the association or its members. It should not constitute
as legal opinion or advise.
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ORIGINAL FOREIGN OWNER RECOVERS
TM “BATA” IN THE PHILIPPINES
By Atty. Alonzo Q. Ancheta

J

ohn Calvin Coolidge, Jr., the 30th
President of the United States
(1923–1929), was eruditely quoted
that “Nothing in the world can
take the place of persistence. Talent
will not; nothing is more common than
unsuccessful men with talent. Genius
will not; unrewarded genius is almost a
proverb. Education will not; the world is
full of educated derelicts. Persistence and
determination alone are omnipotent. The
slogan Press On! has solved and always
will solve the problems of the human
race.”
This famous quote is exemplified by the
persistence and resilience with which Bata
Industries Ltd., a Canadian corporation,
has pursued its quest of recovering the
trademark “BATA” in the Philippines.
It must be recalled that by virtue of the
Decision of the Supreme Court in “Bata
Industries Ltd. vs. The Honorable Court
Tiburcio S Evalle, Director of Patents,
New Olympian Rubber Products Co.,
Inc.” (G.R. No. L-53672, May 31, 1982),
Bata Industries Ltd. lost its trademark
rights over the trademark BATA primarily
on the ground that “the trademark BATA
was never registered in the Philippines by
any foreign entity”, and that the company
as “to all intents and purposes technically
abandoned its trademark BATA in the
Philippines.”
The erstwhile Philippine Patent Office
found that New Olympian Rubber
Products Co., Inc. (NORPCI) had
“overwhelmingly and conveniently
established its rights to the trademark
BATA and consequently its use and
registration in its favor” for having “spent
a considerable amount of money and
effort in popularizing the trademark
BATA for shoes in the Philippines
through the advertisement under media
since it was lawfully used in commerce
(in the Philippines) on July 1, 1970.”
The Supreme Court affirmed the finding
of the Philippine Patent Office declaring
that:
“We are satisfied by the evidence
that any slight goodwill generated
by the Czechoslovakian products
during the commonwealth years
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was completely abandoned and lost
in the more than 35 years that have
passed since the liberation of Manila
from the Japanese troops.”
A situation therefore existed where Bata
Industries, Ltd. owned the trademark
“BATA” in numerous countries worldwide
but did not own it in the Philippines.
More than 31 years since the said decision
was rendered (May 31, 1982), NORPCI
presumptively exercised its accorded
ownership over “BATA” although
without any extensive commercial use
and advertisement.
Undaunted
by
the
seemingly
insurmountable setback, BATA BRANDS
S.ά.r.l., the successor-in-interest of
Bata Industries Ltd., filed Trademark
Application Serial No. 04-2006-006347,
covering goods in Class 25 of the Nice
Classification, namely, boots, dress shoes,
casual shoes, athletic shoes, pumps.
overshoes, sandals, flip-flops, slides,
mules, clogs, slippers and all other types
of footwear made of leather, fabric wood,
plastic or other materials other than
rubber, or combinations of such materials.
When this application was finally rejected
by the handling Examiner on February 4,
2008 on the ground that it covers a mark
that is identical with “BATA,” registered
in the name of NORPCI under Renewal
Trademark Registration No. 026064
covering closely related goods of rubber
shoes and casual rubber shoes, the
rejection was appealed to the Director of
the Bureau of Trademarks (BOT). The
BOT Director rendered a Decision on
November 16, 2009 denying the appeal
on the primary ground that it is identical
with the registered mark belonging to a
different proprietor (NORPCI) in respect
of the same goods or services or closely
related goods or services.
With the final rejection, the continued
existence of Renewal Trademark
Registration Number 026064, which
was issued on May 31, 1978 under the
old Trademark Law and subsequently
renewed on July 22, 1998 under the
provisions of the IP Code, became the
focus of the concerted efforts of MR.
LESLIE TENEMBAUM, the General
Counsel of BATA LIMITED, and its
Philippine counsel, ATTY. ALONZO Q.
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ANCHETA to pursue the recovery of the
“BATA” trademark.
Displaying a lot of optimism amidst
unfavorable
developments,
Mr.
Tenembaum and Atty. Ancheta and
his team of IP and litigation lawyers
persistently held regular consultations
bent on finding any possible legal option
and exploring any crack or loophole, no
matter how small, in the spurious claim
of trademark rights of NORPCI over
the “BATA” trademark. Mr. Tenembaun
tenaciously coordinated with Atty.
Ancheta in practically rummaging
through the records of the IPO and the
SEC so they could craft a strategy to
recover the “BATA” trademark.
Then came a big break. Probably due
to the fact that the use of the BATA
trademark was not commercially
profitable, NORPCI lost interest in
seriously maintaining the trademark.
According to the records eventually
presented before the Bureau of Legal
Affairs, SEC Registration No. 5034 issued
on April 4, 1950 in favor of NORPCI
expired without being renewed or sans
any formal extension of the registration’s
term. The SEC Certificate of Corporate
Filing /Information issued by and
obtained from the SEC unequivocally
stated that the “NEW OLYMPIAN
RUBBER PRODUCTS COMPANY,
INC. with SEC No. 5034 was registered
on April 14, 1950 with a term of
existence of twenty five years which
expired on April 4, 1975” and that “No
Amended Articles of Incorporation
extending its corporate term was
filed.” It also indicated that “On June
19, 1981, another corporation by the
name of NEW OLYMPIAN RUBBER
PRODUCTS COMPANY, INC. was
registered under SEC No. 99525 with a
term of existence of fifty (50) years.”
Consequently, BATA BRANDS S.ά.r.l.
filed on October 21, 2008 a separate
Petition for Cancellation against the
cited Renewal Trademark Registration
No. 026064 of NORPCI in the Bureau
of Legal Affairs (BLA) of the Intellectual
Property Office (IPO). The Petition was
anchored on the following grounds:
(a)
Certificate
of
Renewal
Registration No. 026064 was obtained

contrary to the provisions of the
Intellectual Property (IP) Code of the
Philippines, particularly Section 123.1(d)
thereof;

(GR No. L-53672, May 31, 1982), which
accorded to it trademark rights over the
“BATA” trademark, already constitutes
“res judicata.”

(b)
Certificate
of
Renewal
Registration No. 026064 was obtained in
violation of the Philippines’ international
obligation under Article 6bis of the
Paris Convention for the Protection of
Industrial Property (“Paris Convention”);
and

He stressed that from his findings, the
Respondent-Registrant (new NORPCI)
is a DISTINCT CORPORATION from
the one whose corporate life ended on 04
April 1975, which was the party in G.R.
No. L-53672. Moreover, he recognized
that he has to confront an issue in the
Petition for Cancellation that has never
been raised in G.R. No. L-53672, that
is, whether the new NORPCI can claim
to be the owner or rightful registrant
of the mark “BATA” notwithstanding
the expiration on April 4, 1975 of the
corporate term of NEW OLYMPIAN
RUBBER PRODUCTS COMPANY, INC.
(with SEC Registration No. 5034 issued
on April 4, 1950).

(c)
The cancellation of Certificate
of Renewal Registration No. 026064 is
authorized under Section 151.1 (b) of the
IP Code.
In any case, with respect to Trademark
Application Serial No. 04-2006-006347 in
Class 25, BATA BRANDS S.ά.r.l. lodged
on December 17, 2009 its appeal before
the Office of the Director General (ODG)
wherein it asserted, among others, that
its mark is well-known and is entitled
to the protection under the IP Code and
the international conventions adhered
to by the Philippines. In its Decision
dated September 25, 2012, however, the
ODG sustained the BOT Director’s final
rejection.
Consequently, a Petition for Review was
filed in the Court of Appeals assailing the
September 25, 2012 decision of the ODG.
The Petition for Review, denominated
as CA – G.R. SP NO. 126925 [BATA
BRANDS S.ά.r.l. versus OFFICE
OF THE DIRECTOR GENERAL
[INTELLECTUAL
PROPERTY
OFFICE]. The C.A. subsequently denied
the petition purely on technical grounds
by affirming the stance of the ODG that
at the time the final rejection was issued,
the Certificate of Renewal Registration
No. 026064 was still existing and has not
yet been removed from the Trademark
Registry. Cognizant of the plausibility
of the reason behind the denial of
the petition, and quite confident that
Certificate of Renewal Registration No.
026064 could be proven beyond doubt
to have been fraudulently obtained in
violation of the IP Code provisions, no
further appeal was made to the Supreme
Court.
Going back to the Petition for
Cancellation, which was denominated
as IPC No. 14-2006-00253 and which
specifically and directly attacked the
validity of New Olympian’s registration
of the BATA trademark, the BLA
Director ultimately granted the same
in his Decision dated 31 July 2013. The
BLA Director did not give weight to the
defense of NORPCI that the Decision of
the Supreme Court in “Bata Industries
Ltd. vs. The Honorable Court Tiburcio
S Evalle, Director of Patents, New
Olympian Rubber Products Co., Inc.”

The BLA Director also declared, among
others, that:
(i)
Certificate
of
Renewal
Registration No. 026064 was obtained
fraudulently since the new NORPCI
(Respondent-Registrant) is not the
applicant and registrant of Certificate
of Registration No. 026064 and had
therefore no legal right to renew and claim
the same in its name. The authenticity
of the mentioned SEC Certificate of
Corporate Filing /Information has not
been impugned and refuted by the new
NORPCI. In fact, it has been supported
by the “Minutes of the Special Meeting
of Stockholders of New Olympian
Rubber Products Company, Inc. held in
Its Principal Office In Quezon City on
August 15, 1980” submitted by the new
NORPCI; and
(ii)
The continuous grant of renewal
registration in favor of the new NORPCI
(Respondent-Registrant) does not give
it prior vested rights over the mark.
The Intellectual Property Office and its
predecessors, in issuing the trademark
registration and the renewals thereof,
may not have been informed that the
corporate life of the company the PPO
dealt with in 1971 already expired
on 04 April 1975. In other words the
registration issued to NORPCI on May
31, 1978 had no legal basis and hence null
and void. Consequently, all subsequent
renewal registrations obtained by the
new NORPCI (Respondent-Registrant)
without intimating that it was a newly
incorporated corporation were also null
and void. Neither did the old NORPCI
cause the recording of any assignment
of rights over the mark from the defunct
corporation itself to the new corporation.
This constitutes fraud, which cannot give
birth to any prior property rights that the
Respondent-Registrant claims to have.
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The BLA Director further cited
the decision rendered in Shangri-la
International Hotel Management, Ltd.
v. Developers Group of Companies,
Inc. [G.R. No. 159938, March 31, 2006,
486 SCRA 405, 419-421], wherein the
Supreme Court pronounced that:
“Registration, without more, does
not confer upon the registrant an
absolute right to the registered mark.
The certificate of registration is merely
a prima facie proof that the registrant
is the owner of the registered mark or
trade name. Evidence of prior and
continuous use of the mark or trade
name by another can overcome
the presumptive ownership of the
registrant and may very well entitle
the former to be declared owner in
an appropriate case.
xxxx
Ownership of a mark or trade name
may be acquired not necessarily
by registration but by adoption
and use in trade or commerce. As
between actual use of a mark without
registration, and registration of the
mark without actual use thereof, the
former prevails over the latter. For
a rule widely accepted and firmly
entrenched, because it has come
down through the years, is that
actual use in commerce or business
is a pre-requisite to the acquisition
of the right of ownership.
xxxx
By itself, registration is not a mode
of acquiring ownership. When the
applicant is not the owner of the
trademark being applied for, he has
no right to apply for registration
of the same. Registration merely
creates a prima facie presumption
of the validity of the registration,
of the registrant’s ownership of the
trademark and of the exclusive right
to the use thereof. Such presumption,
just like the presumptive regularity in
the performance of official functions,
is rebuttable and must give way to
evidence to the contrary.”
NORPCI then appealed to the Office of
Director General, not only reiterating
the applicability of the principle of “res
judicata” based on the 1982 decision
of the the Supreme Court in “Bata
Industries Ltd. vs. The Honorable Court
Tiburcio S Evalle, Director of Patents,
New Olympian Rubber Products Co.,
Inc.,” but also posing the arguments
stated below.
1.
Renewal Trademark Registration
No. 26064 was legally issued on May 31,
1978 in its favor since at the time the
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applicant, NEW OLYMPIAN RUBBER
PRODUCTS COMPANY, INC. (with
SEC Registration No. 5034 issued on April
4, 1950), filed the erstwhile trademark
application on December 3, 1971, the
corporate existence of said company had
not yet expired.
2.
It had filed a fresh application for
the registration of the trademark BATA
under Application No. 4-2004-001695 on
the basis of its “prior use and registration”
as early as 1978.”
In refuting NORPCI’s claims, BATA
BRANDS S.ά.r.l. argued as follows:
A.
The principle of “res judicata” is
not applicable since there is no identity of
parties, there are intervening new facts
and conditions and there is no identity of
causes of action.
B.
The new NORPCI (RespondentAppellant) is not the applicant of the
application filed on December 3, 1971
that blossomed into Certificate of
Registration No. 026064 issued on May
31, 1978. The applicant of the erstwhile
application (Application No. 026064) has
a different and distinct personality from
that of the new NORPCI, which was only
incorporated last June l9, l981.
C.
The right to obtain Certificate
of Registration No. 026064 belonged
to
NEW
OLYMPIAN
RUBBER
PRODUCTS COMPANY, INC. (with SEC
Registration No. 5034 issued on April 4,
1950). Such right was extinguished when
its corporate term effectively expired on
April 4, 1975, that is, more than three (3)
years prior to the issuance on May 31,
1978 of Certificate of Registration No.
026064. It is beyond doubt that the new
NORPCI (Respondent-Appellant) had
no legal personality whatsoever to obtain
and renew Certificate of Registration No.
026064.
The Director General of the IPO ultimately
issued his decision on September 16,
2014. In upholding the BLA, the DG
made the following pronouncements,
among others:
(i)
The new NORPCI (RespondentAppellant) did not adduce any evidence
indicating that it and the NEW
OLYMPIAN RUBBER PRODUCTS
CO., INC. to whom the certificate of
registration was issued is one and the same
entity or juridical person. Neither did the
Appellant adduce evidence of entitlement
to the renewal of the registration of BATA
as an assignee or successor-in-interest of
the registered owner NEW OLYMPIAN
RUBBER PRODUCTS CO., INC.
(ii)
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Certificate

of

Renewal

Registration No. 02604 was obtained
fraudulently since Respondent-Appellant
is not the applicant and registrant of
Certificate of Registration No. 026064
and had therefore no legal right to renew
and claim the same in its name. No
amount of pretention and protestation
from the Respondent-Appellant could
clothe it with the legal personality to
claim that it is the same entity as the one
that filed the application for registration
of the mark “BATA”. The records of the
Securities and Exchange Commission
(SEC) unmistakably showed that it was
not yet in existence at the time said
application was filed considering that it
was only organized in 1981.
(iii)
New NORPCI is not disputing
that it was incorporated only in 1981
and there is nothing in the records that
would show that the NEW OLYMPIAN
RUBBER PRODUCTS CO., INC. which
ceased to exist on 04 April 1975 assigned
or transferred to it its rights and interests
over “BATA”.
(iv)
New NORPCI obtained the
renewal of Registration No. 026064
contrary to law and the regulations
governing the registration of a trademark.
It knew that it was not the registered
owner of BATA and is, therefore, not
entitled to the renewal of the certificate
of registration. What it should have done
was to file a new application seeking
the registration of BATA and not an
application seeking the renewal of Cert.
of Reg. No. 026064.

no longer existed at the time the
registration was issued. Moreover,
the Petitioner was shown to be the
originator and real owner thereof.”
Undoubtedly aggrieved by the ODG
decision, new NORPCI filed a Petition
for Review dated October 2, 2014
in the Court of Appeals, which was
denominated as CA-G.R. SP NO. 137586.
Except one, all of the issues raised in the
Petition for Review are merely a rehash
of those already threshed out before the
BLA and the ODG. New NORPCI stated
in passing that BATA BRANDS S.ά.r.l.
claimed that it is the assignee of Tomas
Bata from Chechoslovakia since the late
1800 but the records will show that there
is no such assignment of the trademark
BATA in its favor. Needless to say, it is too
late in the day for New NORPCI to bring
out this issue for the same should have
been raised initially before the BLA.
To date, the Petition for Review remains
pending.
In the meantime, Bata
Brands S.a.r.l has filed an application
for registration of its trademark “BATA”
(Stylized) for all kinds of shoes under
Trademark Application No. 4-2013502129, while the new NORPCI has not
yet filed any!

(v)
New NORPCI’s argument on
res judicata deserves scant consideration
for it is not the same party in that case
decided by the Supreme Court and,
hence, there is no identity of the parties
which is a requisite for the application of
the principle of res judicata. Moreover,
the principle of res judicata does not
apply in the present case which involves a
different cause of action. As discussed by
the Director:
Guided by this jurisprudential rule,
this Bureau reiterates that res judicata
does not apply in this case. Firstly,
G.R. No. L-53672 was decided when
the prevailing law was Rep. Act No.
166 (the old “Law on Trademarks”).
Secondly, the Petitioner invites this
Bureau to look at the trademark
registration it acquired in other
jurisdictions and the extent of
their use. More importantly, the
Petitioner cites fraud, a ground to
cancel a registration of a trademark
under the IP Code. There is now the
issue as to whether the RespondentRegistrant can claim to be the owner
or rightful registrant of the mark
“BATA” in spite of the fact that it
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PILIPINAS SHELL PETROLEUM
CORPORATION vs.
ROMARS INTERNATIONAL GASES
CORPORATION

CASE UPDATE

G.R. No. 189669
Peralta, J.

Facts:

Respondent was selling illegally refilled LPG steel cylinders manufactured by and bearing the duly
registered trademark and device of respondent Petron. Petitioners then requested the National Bureau
of Investigation (NBI) to investigate said activities of respondent for the purpose of apprehending and
prosecuting establishments conducting illegal refilling, distribution and/or sale of LPG products using
the same containers of Petron and Shell, which acts constitute a violation of Section 168, in relation
to Section 170 of the Intellectual Property Code of the Philippines, and/or Section 2 of R.A. No. 623,
otherwise known as An Act To Regulate the Use of Duly Stamped or Marked Bottles, Boxes, Casks, Kegs,
Barrels and Other Similar Containers. NBI, in behalf of Petron and Shell, filed with the RTC-Naga, two
separate Applications for Search Warrant.
Respondent filed a Motion to Quash where the only grounds cited were: (a) there was no probable cause;
(b) there had been a lapse of four weeks from the date of the test-buy to the date of the search and seizure
operations; (c) most of the cylinders seized were not owned by respondent but by a third person; and (d)
Edrich Enterprises is an authorized outlet of Gasul and Marsflame. The RTC-Naga denied the Motion to
Quash.
However, respondent’s new counsel filed a Motion for Reconsideration raising for the first time, the issue
of the impropriety of filing the Application for Search Warrant at the RTC-Naga City when the alleged
crime was committed in a place within the territorial jurisdiction of the RTC-Iriga City.

Issue:

Is the quashal of the search warrants proper on the ground that the RTC-Naga does not have territorial
jurisdiction over the offense?

Ruling:

No,

although venue is jurisdictional in criminal cases, this does not apply to an application of a
search warrant. An application for a search warrant is not a criminal action. In Malaloan v.
Court of Appeals, an application for a search warrant is a “special criminal process,” rather
than a criminal action. It would thus categorize what is only a special criminal process, the power to
issue which is inherent in all courts, as equivalent to a criminal action, jurisdiction over which is reposed
in specific courts of indicated competence. The requisites, procedure and purpose for the issuance of a
search warrant are completely different from those for the institution of a criminal action. Proceedings
for said applications are not criminal in nature and, thus, the rule that venue is jurisdictional does not
apply thereto. Evidently, the issue of whether the application should have been filed in RTC-Iriga City or
RTC-Naga, is not one involving jurisdiction because, as stated in the aforequoted case, the power to issue
a special criminal process is inherent in all courts. The decision of the RTC denying the Motion to Quash
is reinstated.
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“Some Rights Reserved”:
Understanding Creative Commons and the Open Access Initiative

T

By Reynold L. Orsua

he internet has been an additional avenue for creative
expression and information sharing. It made it possible
for humans to go past their time and space limitations
resulting in a diverse flow of information made available
in a larger and borderless scale. Nonetheless, the need to protect
intellectual rights is continuously threatened by the fast-paced
developments in the online world. Access to literary and artistic
works was made easier in an ever-expansive setting due to easier
modes of transmission and duplication. While the internet is
gaining ground in the lives of the people, it also continues to bring
unprecedented increase in intellectual property piracy. With the
endless possibilities brought about by advancement of technology,
online content indubitably is covered within the protection of
copyright laws.
Due to the availability of this online infrastructure, nothing
should now hinder sharing of ideas, researches, creations, or
works to different individuals, groups, or countries around the
globe where such is most needed. Movements like the Creative
Commons and the Open Access Initiative believe that restrictions
in copyright should not stray away from enriching the commons
(public domain) by promoting sharing of works and researches
to further develop and enhance them. These movements were
primarily established to specifically address the problem posed by
restrictions under traditional copyright laws.
For Creative Commons, CC licenses were developed as a response
to the challenge presented by online creativity; how can an author
distribute creative material that is protected by copyright in a way
that adds to, rather than detracts from, the commons?1 These
licenses allow creators to share their works so that others may
further develop or enhance them by giving the creator a variety of
choices allowing waiver of some or all of the restrictions imposed
by copyright. Creative Commons is an effort that uses the law and
creates momentum to advance liberal policies toward content
and increase the amount of freely available content. It does so by
making available licenses that exploit a particularity of copyright
protection, and using it to increase the right of the users.2

On the other hand, the Open Access Initiative advocates that
removing access barriers will accelerate research, enrich education,
share the learning of the rich with the poor and the poor with the
rich, make this literature as useful as it can be, and lay the foundation
for uniting humanity in a common intellectual conversation and
quest for knowledge.3 Both movements although distinct from one
another work on the basic premise that we should allow and even
encourage creators to share their works with fewer restrictions or
with no restrictions at all in case of a Public Domain License for
Creative Commons. The Open Access Initiative actually uses CC
licenses to some of the content made available to the public.
Creative Commons
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Copyright laws normally require permission or license from
copyright owners before any use, reproduction, or adaptation
of the work may be done. This is considered to be restrictive in
the context of the internet where works are published and made
available among people from different places. Creative Commons
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is a non-profit organization, which started in 2011, led by Lawrence
Lessig enabling the sharing and use of creativity and knowledge
through free legal tools. It develops, supports, and stewards legal
and technical infrastructure that maximizes digital creativity,
sharing, and innovation.4 The idea of universal access to research,
education, and culture made possible by the Internet which
our legal and social systems do not always allow to be realized.5
Creative Commons seeks to promote a shared culture which would
make available information and works in the internet, so that other
creators can use, develop, and build upon them through various
licenses. Creative Commons provides the copyright owner wide
latitude of choices to modify his rights and allow others to use
his work. It consists of a set of copyright licenses and tools that
create a balance inside the traditional “all rights reserved” setting
that copyright law creates by introducing “some rights reserved
approach”.6 Creators may choose from various licenses depending
on which specific copyright they are willing to waive. Attribution
licenses would only require attribution of the author or creator.
On the other hand, other licenses may also include share-alike
requirement, non-commercial use of the work, or a combination
of any of these aspects.
Open Access Initiative
While Creative Commons covers artistic, literary, scholarly, and
some other copyrightable works, the Open Access Initiative focuses
on peer-reviewed researches and scholarly works. The Budapest
Open Access Initiative (BOAI) arose from a small but lively meeting
convened in Budapest by the Open Society Foundations (OSF) on
December 1-2, 2001. The purpose of the meeting was to accelerate
progress in the international effort to make research articles in all
academic fields freely available on the internet.7 In the advent of
the internet, OSF realized the economic restrictions and limited
availability of peer-reviewed researches published traditionally in
printed journal or an online equivalent offered for a fee. It seeks to
encourage authors of research and scholarly articles to share the
same through their consent so that it can be further developed,
or upon which other studies may be made. As stated in the BOAI
Declaration:
“An old tradition and a new technology have converged
to make possible an unprecedented public good. The old
tradition is the willingness of scientists and scholars to publish
the fruits of their research in scholarly journals without
payment, for the sake of inquiry and knowledge. The new
technology is the internet. The public good they make possible
is the world-wide electronic distribution of the peer-reviewed
journal literature and completely free and unrestricted access
to it by all scientists, scholars, teachers, students, and other
curious minds.”8
The BOAI seeks to foster authors and scholars who are willing to
relinquish possible economic advantages from their works such as
royalties without necessarily abrogating their copyright.
These movements commonly espouse the idea of a shared culture.
Where researches, and works ought to be shared so that others
can build upon them or develop them. It is also a way of social
enterprising in countries where these studies are mostly applicable.
Challenges to Creative Commons and the Open Access Initiative
With their noble aims, these movements are not immune from
criticisms. The relinquishment of economic rights and some other
rights may have some other consequences which the creator may
not have imagined or considered when he waives the same through
CC licenses or those researches made available to the public.
Although both movements claim that traditional copyright laws
are restrictive, they still work within the framework of copyright
laws. The waiver of rights is a choice-based decision of the creator
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or author who may opt to share their works and limit their rights
over the same. It encourages the creator to voluntarily and freely
allow the use of his work.
Despite the widespread popularity of Creative Commons, some
argue that by using licenses that favor authorial control, the
Creative Commons movement has confined itself to the very same
institution that it asserts has stifled creativity and has led to over
commodification of informational goods.9 It considers the term
of copyright protection and the scope of copyrightable works as
restrictions to creative expression. Nonetheless, the licenses neither
clash with these points but instead work under the traditional
copyright system. Licenses are choice-based, and thus do not affect
existing policies in place which are restrictive by CC standard.
Thus, according to the some critical scholars, the Creative Commons’
licensing system actually works to solidify the proprietary nature of
copyright law, instead of promoting the ethos of the open source
movement, which encourages easy access to creative works that
will facilitate future collaborative creativity.10 Although, Creative
Commons carries with it an ideological side, it still works within
the current framework of copyright systems. Creative commons
licenses operate within the traditional copyright model, despite
having some resonance with a developing copyright paradigm.11
By foregoing some rights, a CC-licensed work or open access
published researches are not immune from possible infringement.
It is worth noting that in Curry vs. Audax (2006), the District
Court of Amsterdam prohibited the defendant from reproducing
its magazine issue which has claimants’ photos. Said photos were
uploaded in Flickr under a CC Attribution-NoncommercialSharealike License. Thus, the Court recognized the binding effect
of the CC license which requires that the defendant cannot use
the photos for commercial purposes. Nonetheless, it is worth
noting that the Court did not grant the prayer for damages of
the claimants since the latter failed to prove the harms caused by
the photos which were made publicly available.12 This particular
case would tell us that Creative Commons licenses are valid and
enforceable agreements. Nonetheless, there may be issues (i.e.,
damages or defenses) which may differ depending upon each
country’s copyright laws or contracts law.
For the Open Access Initiative, the publishers of journal have also
expressed their concern regarding the idea of an online free access
of research works. They claim that it could be counterproductive
to publishers whose primary profit is based on these published
articles made available to readers for a fee.
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Some parts are lifted from the author’s article published in the San Beda Law
Journal, Vol. LII, March 2015 entiltled “The Impact of Creative Commons Licensing
to Copyright Protection”.
This article is the opinion of the writer and does not represent the position of the
association or its members. It should not constitute as legal opinion or advise.
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